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REMARKS 



I. Introduction 

This paper is filed in response to the Finai Action mailed August 1 1 . 2004 in the 
above-referenced application- In this Response, there are no claim amendments. 
Claims 1, 2, 30, 43-45, 58-64, 73 and 82-87 are curently pending and of these claims^ 
claims 1 and 58 are independent No new issues are raised. No new search Is 
required. And the claims are in condition for allowance. Entry of this Response is 
merited- 

In an in-person interview with the Examiner that occun-ed on February 19, 2004, 
the Examiner agreed that certain proposed claim amendments would overcome the 
asserted prior art rejection.^ There was no indication at the interview of any other 
issues associated with the claims (with the exception of a prior art update search). 
Those proposed claim amendments were then formally presented to the Examiner in an 
Amendment filed April 12, 2004. 

Consistent with the agreement reached at the interview, the Examiner has 
declined to assert the prior art rejection in the final Office Action dated August 1 1 , 2004 
(and no additional prior art rejection has been made based on the updated search). 
However, the Examiner now raises a new rejection, this time based on the written 
description requirement of 35 U.S.C. Section 112, first paragraph. 

This new rejection is partlculariy disappointing since the subject matter added to 
the claims in confbnuance with the agreement reached at the interview on February 19, 
2004 simply clarifies what has long been recited and argued in this application for the 
last two years and never with any "Section 1 12" issues raised by the Examiner. The 
inventors are at a toss to understand this rejection given the lengths the inventors have 
gone to meet with the Examiner and respond to all issues In a timely fashion. 



The interview on February 19, 2004 was the second of two in-person interviews that have occurred in 
this application, the first occurring on September 24, 2002. Each interview invoived the identical prior 
art rejection. And each Interview resulted in agreement that the prior art rejection was overcome by 
certain proposed claims only to be followed by yet another rejection in a subsequent office action. 



-11- 

PA(£ 16»2 ' RCVD AT 2/10/2005 2:12:47 PM [Eastern Standard 



• FES. 10J005 11:10AM INSKhEP I? GROUP INC 

Applicant: Van Tassel et al. \^ 
Serial No.: 09y382,275 
Group Art Unit: 3738 

In hopes that the Examiner will finally concede the clear allowability of the 
pending claims so that a lengthy appeal process may be avoided, the Applicants hereby 
respond to the rejection as set forth below. 

IL Rejection Under 35 U,S,C. Section 112 

Claims 1, 2, 30 , 43-45. 58^, 73 and 82-87 have been rejected under 35 U.S.C. 
Section 1 12 on grounds that they do not confonm with the written description 
requirement. In particular, the Examiner asserts that "the original disclosure lacks any 
description of an embodiment which is substantially free of the holes larger than the 
microholes". 

In response to this rejection, the Examiner is first directed to page 18, lines 1-4 of 
the originally filed application, where it Is stated: 

Stent 14 Is preferably a balloon expandable device made of 
expandable metal or braided wire, but also may be designed as a 
self-expanding structure, ft mav also he fs bricatsd from a 
composition of metallic fibers, uniformly laid to form a thm& 
dimensionaL non-woven structure, such as is shown /n Figure 2, 
(emphasis added). 

The Examiner Is further directed to page 15, lines 8-15 of the originally filed 
application, where it is stated: 



Preferred metal stents are formed of a material comprising 
metallic fibers unifomlv laid to form a three-dimensional non- 
woven matrix and sintered to form a labyrinth structure exhibiting 
high Dorositv. typically in a range from about 50 percent to about 
85 percent preferablv at least about 70 percent . The metal fibers 
typically have a diameter in the range from al>out 1 micron to 26 
microns. The average effective pore size is in the stent body such 
that cellular ingrowth Into the pores and interstices is enhanced, for 
example having an average diameter in the range from about 30 
microns to about 65 microns, (emphasis added). 

These two citations (which include both text AND and a drawing figure) 
demonstrate that the application as originally filed clearly contemplated an embodiment 
supportive of the claims as currently pending. The citations show a stent of uniformly 
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laid metallic fibers that create tiny pores and interstices in the stent body. This can 
mean nothing other than an embodiment of "a stent having a plurality of interconneded 
mic^oholes distributed throughout said stent body substantially unifomially along the 
entire length of said stent body, said plurality of microholes being sufficiently small so as 
to promote an organized growth pattern of infiltrating cells throughout said stent body." 
(claims 1 and 58). And most importantly, these citations clearly mean a stent body that 
Is "othenwise substantially free of holes larger than said microholes,"^ 

Yet th^e two citations are not the sole support found in the origmally fil^ 
application. Further support is present at page 6, lines 7-10 and page 15, Iine19 
through page 16, line 4 which also describe an embodiment of the claimed stent The 
only difference is that, unlike the citations above, this embodiment involves a stent 
body made from a porous polymer as opposed to stent body made from a matrix of 
metallic fibers. But this distinction is immaterial as to the issue at hand since the basic 
configuration of the stent is the same in each embodiment and the claims are generic to 
both embodiments in any event 

In view of the foregoing, the rejection of the claims based on 35 U.S.C. Section 
1 12, first paragraph is incorrect. Accordingly, the rejection should be withdrawn and the 
allowability of the claims indicated. 

III. Response to Other Comments bv Examiner 

A. "SupporT Citations 

The Examiner has asserted that the Applicant failed to specifically point out the 
support in the original disclosure for each of the newly presented claim limitations, citing 
MPEP 714.02. First, it is submitted that the Examiner is simply incorrect. 

The Amendment filed April 11, 2004, introduced new claims 83 and 86 each of 
which included the new recitation at issue in the current Section 112 rejection (by virtue 
of their dependency to claims 1 and 58, respectively). In doing so, the Applicants 
specifically directed the Examiner to page 15. line 9 of the original application as 

^ Indeed, the only reason that the "otherwise substantially free of holes larger than said microholes" 
phrase was added was to cterify {at the Examiners request) that the microholes were "distnbuted 
throughout said stent body substantially uniformally along the entire length of said stent body." 
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providing the requisite support for the claimed invention. This citation Is the very same 
citation discussed above tfiat clearly shows support for the claimed invention, Including 
the recitation now at Issue. 

Second, it is noted that the recitation at issue in the cunent rejection is a 
recitation that was added at the suggestion of the Examiner in the interview on February 
19, 2004 to clarify existing claim language. Moreover, at no time was the existing daim 
language ever previously questioned (either fbnnally in an office action or Informally in 
an interview) under 35 U.S.C. Section 112. 



B. New Matter under l\/I.P.E.P. 2163.06 

The Examiner seems to intimate that a prior art rejection may yet be applicable in 
light of the provisions of MPEP 2163.06. However, this portion of the MPEP pertains to 
new matter and no new matter has been added either in this response or at any time 
previous to this Response. Hence, M.P.E.P. Section 2163.06 should not apply in any 
way to the claims as currently pending. 

C. "Relative" Language Under M.P.E.P. 21 73.05(b) 

The Examiner makes reference to M.P.E.P. 2173.05(b) apparently in reference 
to the usage of the tenm "substantial!/' in the claims. In this regard, it is first noted that 
the tenn "substantially" has been present in claims 1 and 58 for well over a year and no 
exception has been talten to this tenn In at least two previous reviews of the claims. 

Second, the specification as originally filed is replete with a description of 
microhole sizes and porosity values across a stent body in accordance with the claimed 
invention as It relates to the term "substantially". See for example, the originally filed 
specification at page 11, lines 25-26; page 12, lines 12-13; page 15, lines 8-18; and, 
page 15, lines 24-26. Cleariy this disclosure in the spedflcation provides the requisite 
general guidelines necessary to ensure the definlteness of the daim. See. in re 
Mattison. 509 F.2d 563, 184 USPQ 484 (CCPA 1975). Moreover, these portions of the 
specification also cleariy lead one of ordinary skill in the art to know the scope of the 
claim, especially given the high level of skill (e.g., interventional careliologists) 
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associated with those involved In this art. See. Andraw Corp. v. Gabriel Bectronios, 847 
F.2d 819. 6 USPQ2d 2010 (Fed. Cir. 1988). 

IV. Conclusion 

fn view of the foregoing, it is submitted that this response raises absolutely no 
new issues and, in fact, that all of these issues were afflnnatively addressed in previous 
Amendments, including the identification of support under Section 1 12 for all claim 
recitations. As a result, all pending claims 1, 2. 30. 43-45, 58-64. 73 and 82-87 are 
now all in condition for allowance and this Response should be entered and the case 
allowed without further delay. 



INSKEEP Intellectual Property Group, Inc. 
1225 W. 190'*' Street, Suite 205 
Gardena, CA 90248 
Telephone: (310) 217-8220 
Facsimile: (310) 327-0282 



Respectfully submitted, 
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